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DETAILED ACTION 

Applicant's Submissions 

1 . The submissions filed on March 5, 2008 have been entered and made of record. 

Finality and Allowability Withdrawn 

2. After further review and consideration of the record, the Finality of the Office action 
mailed October 31, 2007 is withdrawn. Moreover, the indication of allowability for claims 1-16 
is also withdrawn in view of the new grounds of rejection provided below. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1,8, 11, 13 are rejected under 35 U.S.C. 102(b) as being anticipated by Iguchi et 
al, U.S. Patent No. 6,473,153 (hereinafter Iguchi). 

Referring to claim 1, Iguchi discloses a method for selecting images from a plurality of 
images obtained from a digital device for printing with an imaging apparatus, the imaging 
apparatus having a scanner (107) and accessing a memory storing the plurality of images (1 1 1), 
the method comprising the steps of: 
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printing a thumbnail printout (P2), the thumbnail printout including a plurality of 
thumbnails corresponding to said plurality of images [col. 21, 11. 6-28. Note that the twelve 
images printed on the guide print is construed as the thumbnail printout.]; 

generating a selection sheet from the thumbnail printout by placing a first designation 
mark on the thumbnail printout for each thumbnail of the plurality of thumbnails corresponding 
to each image of the plurality of images on which a first action is to be taken [col. 21, 11. 29-57 
and col. 22, 11. 45-67. Note that the customer is allowed to write on each image 10 of the guide 
print P2 on which a first action such as trimming is to be taken.]; 

detecting the first designation mark by scanning the selection sheet with the scanner [col. 
23,11. 1-18]; 

printing a confirmation for confirming to a user that each image on which the first action 
to be taken is designated [col. 24, 11. 5-16. Note that the photograph print P3 is printed according 
to the instructions provided by the user on the selection sheet. The printing of print P3 is 
construed as a confirmation because it confirms to the user that each image on which the first 
action to be taken is designated.]; and 

performing the first action based on the detecting the first designation mark [col. 24, 11. 5- 
19. Note that the trimming is performed according to the designation marks detected on the 
selection sheet P2.]. 

Referring to claim 8, Iguchi further discloses that the step of performing the first action 
includes printing [col. 24, 11. 5-19. Note that the instructions from the customer also include the 
number of prints and print size, both of which include printing.]. 
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Referring to claim 11, Iguchi further discloses: 

the step of generating the selection sheet further includes placing a second designation 
mark on the thumbnail printout for each thumbnail of the plurality of thumbnails corresponding 
to each image of the plurality of images on which a second action is to be taken, the second 
designation mark being different from the first designation mark, and the second action being 
different from the first action [col. 16, 11. 28-43 and fig. 5. Note that a triangle Ml enclosing the 
number 6 is construed as the first designation mark and the upside down triangle M2 enclosing 
the number 1 is construed as the second designation mark. Each of these marks Ml and M2 
have different corresponding actions.]; 

the step of detecting includes detecting both the first designation mark and the second 
designation mark by scanning the selection sheet with the scanner [col. 16, 11. 44-54]; 

the step of performing includes performing both the first action and the second action 
based on the detecting both the first designation mark and the second designation mark 
respectively [col. 16, 11. 55-65]; and 

wherein the step of printing the confirmation includes printing a first confirmation mark 
and a second confirmation mark different from the first confirmation mark [figs. 6-7. Note that 
Dl in figure 6 is construed as a first confirmation mark and D2 in figure 7 is construed as the 
second confirmation mark.]. 

Referring to claim 13, Iguchi further discloses that the first designation mark has a first 
configuration, and the second designation mark has a second configuration different from the 
first configuration [fig. 5], wherein: the detecting both the first designation mark and the second 
designation mark includes detecting the first configuration and the second configuration 
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respectively [col. 16, 11. 28-54]; and performing both the first action and the second action is 
based on the detecting the first configuration and the second configuration respectively [col. 16, 
11. 55-65]. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 9-10, 12, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iguchi and Lumley, U.S. Patent No. 7,009,726 (hereinafter Lumley). 

Referring to claims 9-10, Iguchi does not explicitly disclose that the step of performing 
the first action includes inhibiting printing or deleting from the memory. However, these 
features were exceedingly well known in the art. For example, Lumley discloses that a selection 
sheet for photos can be created that includes the option of deleting an image from the digital 
media [col. 2, 11. 4-9 and fig. 1]. The Examiner notes that deleting an image would also inhibit 
printing. 

Iguchi and Lumley are combinable because both are concerned with selection sheets that 
allow a user to designate images for image processing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to modify Iguchi to include the first 
actions of Lumley. The reason for doing so would have been to enhance the flexibility of the 
method by providing the user with a variety of image processing options, including deleting and 
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inhibiting printing, for the images he/she selected. Therefore, it would have been obvious to 
combine Iguchi with Lumley to obtain the invention as specified in claims 9-10. 

Referring to claim 12, see the discussion of at least claims 8 and 10 above. Iguchi and 
Lumley disclose that the actions can include printing and deleting from memory. 

Referring to claim 14, see the rejection of at least claim 12 above. 

5. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iguchi and 
Miyake, U.S. Patent No. 4,905,090 (hereinafter Miyake). 

Referring to claim 16, Iguchi does not explicitly disclose an alignment sensor used for 
aligning a print head of the imaging apparatus. 

Miyake discloses a scanning sensor (5) that is aligned to print head (6) [col. 3, 11. 3-33 
and fig. 2]. 

Iguchi and Miyake are combinable because they are both concerned with printing 
systems. At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify Iguchi to include the alignment sensor of Miyake. The reason for doing so 
would have been to enhance the accuracy of the printing process by ensuring that the print head 
is properly aligned. Therefore, it would have been obvious to combine Iguchi with Miyake to 
obtain the invention as specified in claim 16. 
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Allowable Subject Matter 

6. Claims 2-7, 15 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Kim whose telephone number is 571-272-7421 . The 
examiner can normally be reached on Mon thru Thurs 8:30am to 6pm and alternating Fri 9:30am 
to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on 571-272-7453. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/CHARLES KIM/ 
Patent Examiner 
Art Unit 2624 
chongr .kim@uspto . gov 

April 14, 2008 



